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Remarks 

The Examiner rejected claims 1-4 and 6-9 under 35 USC § 102 as being antici- 
pated by U.S. Patent No. 5,146,697 to Weiss ("Weiss") and claims 1-10 under 35 USC § 
103 as being unpatentable over Weiss in view of U.S. Patent No. 4,685,223 to Long 
("Long"). Based on the foregoing amendments and following remarks, Applicant re- 
spectfully submits all claims should be allowed because Weiss and the combination of 
Weiss and Long do not disclose, teach, or suggest all limitations of Applicant's claimed 
invention. 

All claims require an outsole having a notch, where the notch is defined by an 
outermost periphery of the outsole, an inner periphery smaller than the outermost pe- 
riphery, a top surface extending generally perpendicular to and connecting the inner 
and outermost peripheries together, and a vertical wall extending in a generally down- 
ward direction proximate to the inner periphery and connecting the top surface of the 
notch to the bottom surface of the outsole. Neither Weiss nor Long describe a notch 
having these features, all of which are required in all of Applicant's claims. Also see 
Applicant's figures 1-3. 

Weiss shows and describes a notch in the bottom of the outsole but the notch is 
not defined by an outermost periphery of the outsole, as required in all of Applicant's 
claims. As shown in Weiss' figures 2 and 3, the notch is well within the outermost pe- 
riphery of the outsole. 

Long shows and describes a notch in the side wall of the outsole but the notch is 
not defined by an inner periphery smaller than the outermost periphery, a top surface 
extending generally perpendicular to and connecting the inner and outermost peripher- 
ies together, and a vertical wall extending in a generally downward direction proximate 
to the inner periphery and connecting the top surface of the notch to the bottom sur- 
face of the outsole. All of these limitations are required in all of Applicant's claims. 
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Because Weiss does not disclose all limitations set forth in Applicant's claims, 
Weiss does not anticipate Applicant's claims and the rejections under 35 USC § 102 
should be withdrawn. 

Because neither Weiss nor Long teach or suggest a notch defined by an outer- 
most periphery of the outsole, an inner periphery smaller than the outermost periphery, 
a top surface extending generally perpendicular to and connecting the inner and outer- 
most peripheries together, and a vertical wall extending in a generally downward direc- 
tion proximate to the inner periphery and connecting the top surface of the notch to the 
bottom surface of the outsole, the combination of Weiss and Long also does not teach 
or suggest Applicant's invention absent some modification to the combination. How- 
ever, such modification would be improper. 

In order for a combination of references to be properly modified in a rejection 
under 35 USC § 103, there must be some teaching or suggestion in the references to 
make the suggested modification. Absent the requisite teaching or suggestion, the 
modification would be improper. As mentioned above, there is no teaching or sugges- 
tion in the cited art to have a notch defined by an outermost periphery of the outsole, 
an inner periphery smaller than the outermost periphery, a top surface extending gen- 
erally perpendicular to and connecting the inner and outermost peripheries together, 
and a vertical wall extending in a generally downward direction proximate to the inner 
periphery and connecting the top surface of the notch to the bottom surface of the out- 
sole. In fact, Weiss teaches away from having a notch defined by the outermost pe- 
riphery because Weiss teaches that a notch is to be a periphery smaller than the out- 
ermost periphery of the outsole. Moreover, Long teaches away from having a notch 
defined by an inner periphery that is smaller than the outermost periphery of the out- 
sole. In fact, Long teaches a notch that is defined by the outermost periphery only as 
Long's notch is limited to a sidewall in the outermost periphery. Given the teachings 
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away in both references from a notch to be defined by such parameters, never mind 
there not being any requisite teaching or suggestion in any of the references to have a 
notch defined by such parameters, Applicant submits there is no motivation for one 
skilled in the art to modify the references to include such limitations. Because the ref- 
erences teach away from Applicant's claimed notch, a combination of Weiss and Long 
do not make Applicant's claimed invention obvious and the rejections under 35 USC 103 
should be withdrawn. 
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